TRADE-MARK 
REPORTER 


FEBRUARY 


SY Bit 
; Ziff} 


A 


4 
\ 


TT / 
pra EP 
mit Sal! 

Bs 


ij Retreat 
. i fe ad “A 
; X\ 
—— h 
‘ 


2 > 
; RRO CE 





The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so-far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning: ‘This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States, Canada 
and Mexico; elsewhere THIRTY-THREE SHILLINGS. 

Tue Unitep States Trape-Mark Assoct1aTIon, 
Publication Office, 187-189. College St., Burlington, Vt. 
Editorial Office, 34 Nassau Street, New York City. 
Address all communications to 82 Nassau Street, 
New York’ City. 











CONTENTS 


United States Circuit Court of Appeals, Fifth Circuit: 
Ralston Purina Company v. Western Grain Company.... 63 
Nugrape Co. of America v. Glazier, et al. ............. 67 


United States District Court, Eastern District of New York: 
United Drug Company v. Abraham Parodney, Doing Busi- 
ness Under the Name and Style of United Drug Ex- 
70 


United States District Court, Southern District of New York: 
John H. Woodbury and The John H. Woodbury Labora- 
tories, Inc. v. The Andrew Jergens Company 


New York Supreme Court, Appellate Division, First Depart- 
ment: 
Rockowitz Corset and Brassiere Corporation v. Madame 
X Company, Inc., Thompson-Barlow Co., Inc., Ralph 
S. Thompson, Wilbur B. Ruthrauff, Frederick B. 
Ryan, The Weil Corset Company, Samuel J. Weil.. 82 


Decisions of the Commissioner of Patents ................. 92 


i Copyright, 1928 


by 
The United States Trade-Mark Association 


Entered as second-class matter March 20, 1917, at the Post Office at 
Burlington, Vermont, under the act of March 3, 1879. 





Indispensable to every Reporter Subscriber 


THE MASTER INDEX AND DIGEST 


to Vols. 1-14, inclusive. 


NOW READY 


Salient Features :— 

1. Word Index—all Trade-Marks Litigated. 

2. Table of Cases—over 4,000. 

3. Condensed Digest of all the Legal Principles 
involved. 


4. Cumulative Table of Citations. 
Bound in Brown Cloth or Brown Buckram. Price 
in either binding $10.00, transportation extra. 


If you have not secured your copy, you should do 
so WITHOUT DELAY, as the supply is limited. 
ADDRESS: 


UNITED STATES TRADE-MARK ASSOCIATION 
32 Nassau Street New York City 


WANTED 


We are especially desirous of obtaining immediately the 


following back numbers of the Trapgr-Marx Reporter, and 
for a limited period will pay the prices quoted for copies 
mailed us in a condition suitable for binding: 


Index, vol. 3 (1913) 

March, April and Sept. vol. 4 (1914) 
Index, vol. 6 (1916) 

Sept. and Dec. vol. 9 (1919) 

July, Sept. and Nov. vol. 10 (1920) 
April, vol. 11 (1921) 

Dec. vol. 12 (1922) 


THE UNITED STATES TRADE-MARK ASS’N 
34 Nassau Street - . - New York, N. Y. 





RALSTON PURINA CO. V. WESTERN GRAIN CO. 63 


Ratston Purtna Company v. WeEsTERN GRAIN COMPANY 
United States Circuit Court of Appeals, Fifth Circuit 


January 3, 1928 


Trape-Marxs—Unram Competirion—‘“Just” anp “Just Ricut” on Stock 

Freeps—Srconpary Mranrnoc—Appeat-—REeversat. 

The use by appellant and its predecessor of the word “Just,” as 
part of the business name of its mills and of its several kinds of 
stock feeds long before appellee began the use of the same word in 
the phrase “Just Right” as a trade-mark for similar goods, held to 
have identified it to the public exclusively with appellant’s goods; 
and the decision dismissing the bill for injunction was reversed. 


In equity. Appeal from the District Court of the United 
States for the Northern District of Alabama in an action for trade- 
mark infringement and unfair competition. Reversed. 


Edwin E. Huffman, for appellant. 
Joseph P. Mudd, for appellee. 


Watker, C. J.: This is an appeal from a decree dismissing 


for want of equity a bill filed by the appellant, a Missouri cor- 
poration, against the appellee, an Alabama corporation, which 
charged infringement of an alleged registered trade-mark for ani- 
mal feed, consisting of the word “Just,” and unfair competition. 

There was evidence to the following effect: For many years 
prior to 1913 appellant was engaged in manufacturing and selling 
livestock mixed feeds, including horse and dairy feeds. In that 
year appellant purchased from Harry H. Hughes, who for several 
years had conducted a similar kind of business under the name 
“Just Milling and Feed Company” and whose mill at Nashville, 
Tenn., for manufacturing mixed stock feeds was called “Just Mills,” 
his physical property used in that business, his good-will, trade- 
marks and trade-names. For several years prior to that sale Hughes 
manufactured and sold in several states, including Tennessee and 
Alabama, animal feeds under names which contained the word 
“Just,” including “Just Horse Feed” and “Just Dairy Feed.” In 
1911, Hughes registered in the United States Patent Office a trade- 
mark for stock and poultry feed consisting of the word “Just” 
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under a picture of a weighing scale. Since the date of its pur- 
chase from Hughes, appellant has continuously manufactured and 
sold in the above mentioned territory animal feeds under names 
which contained the word “Just,” including “Just Dairy Feed” 
and “Just Grainola Feed.” 

Some time prior to June, 1928, the appellee began marketing 
cow feeds and horse feeds under names which included the words 
“Just Right.” Appellee alleged in its answer to the bill that it 
adopted the phrase “Just Right” in the year 1920 as a trade-mark 
for its stock feeds, and has continuously since that time used that 
trade-mark in its business; but the evidence does not show when 
appellee’s use of those words in the names of its products com- 
menced. In what is printed on bags containing appellee’s products 
the colors used, green and red, are like those used on the bags in 
which appellant’s products are and have been marketed. At the 
top of the bags in which feeds of the appellant are marketed the 
word “Just” is displayed in large letters, and on bags in which 
similar products of the appellee are marketed the words “Just 
Right” are displayed in large letters of similar color and topog- 
raphy and in the same location. Evidence adduced convincingly 
indicated that appellee’s use of the words “Just Right” in the names 
of its products is the means of confusing its products with those 
of the appellant and of deceiving sellers and buyers into selling 
and accepting products of the appellee when products of the appel- 
lant are intended to be dealt in. 

The allegation as to the registration by Hughes, appellant’s 
predecessor in business, of the word “Just” as a trade-mark was 
not sustained by the evidence, as that word alone did not constitute 
what was registered by him as a trade-mark. It was suggested in 
argument in behalf of the appellee that the word “Just” was not 
subject to exclusive appropriation as a trade-mark for the articles 
in reference to or in connection with which it was used by the 
appellant, as it was descriptive of those articles or indicative of 
their quality or characteristics, in that such names as “Just Horse 
Feed” or “Just Feed” indicate that the animal feed referred to is 
only or solely horse feed or dairy feed, or is a balanced feed for 
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the kind of animals indicated. If appellant was entitled to relief 
on the ground of unfair competition, it is not material to determine 
whether the word “Just” as used by the appellant does or does 
not constitute a valid trade-mark for animal feeds. 

Evidence as to the long-continued exclusive use by the appel- 
lant and its predecessor in business of the word “Just” in the 
business of manufacturing and selling mixed animal feeds—in the 
names given to feeds marketed, in the name under which a prede- 
cessor of the appellant conducted his business, and in the name 
of a mill in which such feeds were manufactured—indicated that 
such use had resulted in that word becoming so associated in the 
minds of dealers in and buyers of such products in appellant’s 
trade territory with products of the appellant as to identify to such 
dealers and buyers as products of the appellant’s animal feeds, mar- 
keted under names including that word and one or more other 
words, and of rendering probable the failure of ordinary buyers 
of such products to discriminate between appellant’s products mar- 
keted under names including that word from similar products of 
a competitor of appellant marketed under names including the 
words “Just Right.’’ It may be inferred that as used by the appel- 
lant in the names of its products “Just” was a catch word by which 
appellant’s products came to be known and remembered by ordinary 
buyers, with the result that such buyers, intending to get a product 
of the appellant, when acting without an opportunity of comparing 
the appearance of a product of the appellant as prepared for 
marketing with that of a similar product of a business competitor 
of the appellant marketed under a name a salient part of which 
is the word “Just,” would fail to notice the dissimilarity in the 
names and accept the competitor’s product as that of the appel- 
lant. There may be unfair competition against which injunctive 
relief may be afforded where the similarity between a name given 
to one dealer’s commodity and a name subsequently given by an- 
other dealer to his commodity of like kind is such as is likely to 
mislead buyers of ordinary caution and prudence into believing 
that the commodity of the dealer who was later in naming his 
commodity is that of the other dealer, though the similarity is 
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not such as to deceive persons seeing the two commodities side by 
side; and if there is a manifest liability to deceive it is not neces- 
sary that a buyer has been actually deceived. Hydraulic Press 
Brick Co. v. Stevens, 15 Fed. (2d) 812; The Best Foods v. Hemp- 
hill Packing Co., 5 Fed. (2d) 855 [15 T. M. Rep. 208]; Northam 
Warren Corporation v. Universal Cosmetic Co., 18 Fed. (2d) 774; 
Fuller v. Huff, 104 Fed. 141; Nims on Unfair Competition and 
Trade-Marks (2d Ed.) § 326. We conclude that the long-continued 
exclusive use by the appellant of the word “Just” in the names 
of its animal feeds was such that the subsequently commenced use 
by the appellee in the same trade territory of the same word in the 
names of its similar products constituted unfair competition sub- 
ject to be enjoined at the instance of the appellant. 

In behalf of the appellee it was contended that the action of 
the court in dismissing the bill for want of equity cannot be re- 
viewed because the record does not show that it contains all the 
evidence introduced in the trial of the cause. At the end of a 
document setting out testimony of witnesses and to which was 
attached exhibits referred to appears the following certificate, 
which was signed by the trial judge: 


“The foregoing narrative statement of the evidence is hereby allowed 
and approved and same is hereby ordered filed as a statement of the 
evidence to be included in the record on appeal in the above styled cause, 
as provided in paragraph (b) of Equity Rule 75.” 

We are of opinion that that certificate imports that what was 
so certified to include all of the evidence essential to the decision 
of the questions presented by the appeal. Equity Rule 75 (b) pro- 
vides for the omission of all parts of the evidence not essential to 
the decision of those questions. Attention is called to the fact that 
the record does not contain the tags referred to in the following 
part of the testimony of a witness who stated that dealers offered 
“Just Right Feed” when he called for “Just Feed”: ‘The tags 
(offered in evidence as exhibits 10 and 11) are tags from the 
‘Just Right’ cow feed bags at” the places of business of the dealers 
mentioned. It is not clear from the record that the tags so re- 
ferred to were admitted in evidence. If they were admitted in 
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evidence it well may be inferred that they were not copied in or 

attached to the statement of the evidence because not essential to 

the decision of the questions presented by the appeal. We think 

that the record satisfactorily shows that it contains all the evi- 

dence essential to the decision of the question of unfair competition. 
The decree is reversed. 


Nuerape Co. or AMERICA V. GLAZIER, ET AL. 
(22 F. [2d] 596) 


United States Circuit Court of Appeals, Fifth Circuit 
November 238, 1927 


Trape-Marxs—Unram Competirion—TuHat Reramers Svussrirurep De- 
FENDANTS Propuct ror COMPLAINANT’s, WitHovut DeEFreNnDANT’s 
KNOWLEDGE, AND Not Because or SIMILARITY IN APPEARANCE, Nor 
Unram ComMPETITION. 

Evidence that retailers, without knowledge of defendant, and 
otherwise than by appearance of defendant’s products as prepared by 
him for retail sales, deceived intending purchasers into accepting his 
products when complainant’s were called for, does not support a 
charge of unfair competition. 

Same—Same—Siminariry Between Derenpant’s BeveraGe Propucts AND 
Compiarnants Hetp Nor Sucu as to Estastish Unram Competi- 
TION. 

Evidence held insufficient to show such similarity in color, taste, 
or appearance of containers between complainant’s and defendant’s 
beverage products as to enable retailers to sell the products of de- 
fendant for those of complainant. 


In equity. Appeal from the District Court of the United 


States, Northern District of Texas. Decree for defendants, and 
complainant appeals. Affirmed. 


M. M. Crane, of Dallas, Tex. (Candler, Thomson § Hirsch, 
of Atlanta, Ga., and Crane § Crane, of Dallas, Tex., on 
the brief), for appellant. 

W. W. Alcorn (McLean, Scott § Sayers, all of Fort Worth, 
Tex., on the brief), for appellees. 


Before Watker, Bryan, and Foster, Circuit Judges. 
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Waker, C. J.: This is an appeal from a decree dismissing 
an amended bill in equity filed by the appellant. Appellant’s 
original bill charged infringement of its registered trade-mark, 
consisting of the word ““NuGrape”’ disclosed in a distinctive script, 
infringement of a design patent for a bottle, and unfair competition. 
Upon it being disclosed on the hearing of an application of the 
appellant for a temporary injunction that the appellee had aban- 
doned the manufacture and sale of a beverage called Blue Grape, 
the court refused to issue a temporary injunction. Thereafter 
appellant so amended its bill as to base its claim to relief on unfair 
competition charged against the appellee. That charge was based 
on allegations to the effect that appellee bottled his products, 
beverages called “California Grape,” “California Grape-Imitation,” 
“Imitation Grape,” etc., which are similar in color and taste to 
appellant’s product ““NuGrape,”’ in bottles similar to those used 
by appellant for the bottling of his product, NuGrape, whereby 
appellee was enabled to sell its products to the consuming public 
as appellant’s product. 

The appellant started its business in Fort Worth in 1924, 
marketing its product in a patented bottle, referred to as a two- 
bulb bottle; the body of the bottle having the appearance of two 
bulbs connected together. For many years prior to that time the 
appellee had been in the bottling business at Fort Worth, and had 
built up an extensive business in selling his products, beverages 
having different names, several of which included the word 
“Grape.” After appellant started business in Fort Worth, appellee 
obtained a United States patent on a bottle design, the bottle being 
referred to as a three-bulb bottle. Thereafter he marketed a con- 
siderable part of his products in the patented three-bulb bottles. 
The products so marketed were the same the appellee had been 
selling in Fort Worth for many years before NuGrape was sold 
in that territory, the color and taste thereof not being changed. 
Appellee’s products are not carbonated, and all of them are sweeter 
than NuGrape, which is highly carbonated. Appellee sells his 
products to retailers at prices substantially less than that at which 
appellant sells NuGrape to retailers. 
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What was relied on by appellant to support its charges of 
unfair competition was the testimony of two of its employees, to 
the effect that they came from Atlanta to Fort Worth in 1925, 
then visited a considerable number of soft drink places at Fort 
Worth, at many of which places, in response to calls for NuGrape, 
they were furnished products of the appellee bottled in his three- 
bulb bottles, and the testimony of an employee of the bottling 
company in Fort Worth, which has bottled NuGrape for appellant 
since the latter began business there, to the effect that frequently 
at places in Fort Worth where soft drinks are sold he observed 
that purchasers who called for NuGrape were supplied other 
grape drinks contained in appellee’s three-bulb bottles. No evi- 
dence adduced showed that the appearance of any of the appellee’s 
products, when put up in his three-bulb bottle, has deceived any- 
one who was familiar with the taste of Nu Grape and with the 
appearance of the bottle in which it was retailed, into accepting 
from a seller a product of the appellee when NuGrape was desired 
and called for. While there is some similarity between the two- 
bulb and the three-bulb bottles, the differences between them are 
such as to raise a doubt as to a person of ordinary caution and 
prudence, who has used NuGrape from the two-bulb bottle, being 
deceived by the appearance of the appellee’s product in his three- 
bulb bottle into accepting the latter when NuGrape was called 
for. That doubt is increased when both the difference between the 
appearance of the bottles and the difference in taste between the 
beverages contained therein are considered. The fact that many 
persons unacquainted with the taste of NuGrape and the appear- 
ance of its container accepted appellee’s product when NuGrape 
was called for does not support a charge that the similarity be- 
tween the beverages in appearance and taste enabled such decep- 
tion to be practiced. 

Evidence that retailers, without the knowledge or consent of 
appellee, and otherwise than by the appearance of appellee’s prod- 
ucts as prepared by him for retail sales, deceived intending pur- 
chasers into accepting products of the appellee when NuGrape 
was called for, does not support a charge that appellee’s products 
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as put up for such sales were liable to be the means of effecting 
such a deception. The evidence adduced well may be regarded as 
not satisfactorily showing that there was such similarity in color, 
taste, and the appearance of the respective containers between 
NuGrape and appellee’s products in his three-bulb bottles as to 
enable the appellee or retailers to sell his products for appellant’s 
product, NuGrape. We conclude that it does not appear from 
the record that a preponderance of the evidence adduced showed 
that the way appellee put up its products for retail sale in its three- 
bulb bottles enabled it to sell such products for NuGrape, or was 
manifestly liable to be the means whereby retailers could deceive 
intending purchasers of ordinary caution and prudence into accept- 
ing as NuGrape a product of the appellee. It follows that the court 
did not err in dismissing appellant’s amended bill. 

The appellant complains of the refusal of the court, in the 
trial of the issues raised by the amended bill, to consider certain 
evidence which was adduced on the hearing of the application for 
a temporary injunction. The record does not disclose what that 
evidence was, or the nature of it. The contrary not being shown 
by the record, it is to be presumed that the evidence referred to 
was not such as properly could be considered in the hearing of 
the issues raised by the amended bill, and that the court did not 
err in making the ruling under consideration. 

The decree is affirmed. 


Unitep Drug Company v. ABRAHAM ParopNeEy, Doine Business 
Unper THE NAME AND Sty.e or Unitrep Drue ExcHance 


United States District Court, Eastern District of New York 


January 9, 1928 


Trave-Marxs—Unram Competirion—“Unitep Drauc”—Decertion or Cvs- 
TOMERS—INJUNCTION. 

Where, after plaintiff, under the name “United Drug Company,” 

had built up a large and profitable trade throughout the country and 

its products had become identified to the public as “United Drug” 
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products, the use by the defendant of the name “United Drug Ex- 
change” in a similar business was enjoined as unfair competition, 
particularly as there was evidence of confusion in trade and of 
defendant’s deliberate change of name from “Royal Drug Company” 
to “United Drug Exchange.” 

Same—SaME—J URISDICTION. 

The fact that plaintiff, a Massachusetts corporation, had not 
obtained a certificate in the State of New York, where defendant 
was doing business, did not bar it from bringing suit in a District 
Court, as its business was purely interstate, and there is no restric- 
tion on such business in the New York State statutes. 


In equity. Action to restrain unfair competition. Injunction 
granted. 


Harry D. Nims (Minturn DeS. Verdi and Wallace H. Martin, 
of counsel), all of New York City, for plaintiff. 

David D. Levinson (Alexander S. Drescher and Harold J. 
Drescher, of counsel, and Solomon A. Hauptman, on the 


brief), all of New York City, for defendant. 


Incu, J.: Plaintiff brings suit to obtain a decree forbidding 
the defendant from using the name “United Drug.” Defendant 
has duly answered. Jurisdiction is based upon the diversity of 


citizenship of the purties and same has been duly proved. 

The plaintiff is a Massachusetts corporation, resident in said 
State. The defendant is a resident of the State of New York. 
The complaint alleges unfair competition on the part of the de- 
fendant by his use of the said name, “United Drug Exchange.” 
No money damages are sought. The sole relief asked for is a 
permanent injunction forbidding the use of said name by de- 
fendant. 

The case was carefully tried by able trial counsel, and a 
considerable latitude was allowed by the court, in regard to the 
introduction of evidence owing to the nature of the suit. Most 
excellent briefs have been submitted and they have been of great 
assistance to the court. 

There is, however, no necessity for quoting, in this opinion, 
the many cases thus presented, for, once the essential facts in this 
case have been ascertained, the law applicable thereto is well 
settled. (British American Tobacco Company, Ltd. v. British 
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American Cigar Stores Company, 211 Fed. 983 (C. C. A. 2nd) 
[4 T. M. Rep. 298].) 

The facts briefly are, that, about twenty-five years ago, plain- 
tiff was organized as a New Jersey corporation under the name 
“The United Drug Company.” The reason for the selection of 
this name will be hereafter referred to. 

The business continued until a reorganization occurred, when 
as a part of such reorganization a New York corporation was 
formed, in 1916, also having the name of “United Drug Company.”’ 
Shortly thereafter, in the same year, the present plaintiff, the 
Massachusetts corporation, having the same name, “United Drug 
Company,” was there incorporated. Plaintiff has not filed a cer- 
tificate in the office of the Secretary of State, State of New York, 
under the General Corporation Law of the State. (Laws 1927, 
Chap. 425, Sec. 1546, McKinney’s Corp. Laws of New York, Vol. 
22.) 

It thus appears that this business has always been conducted, 
during a quarter of a century, under the name “United Drug Com- 
pany”; that the business has had three residences, first, New Jer- 
sey, then New York, and finally Massachusetts. During all this 
time this business has gradually increased, until today, under the 
name “United Drug Company” plaintiff sells in every state and 
important city of the country. It also manufactures a consider- 
able portion of its products. The remainder of its merchandise 
consists of well-known articles. Its method of merchandising is 
to, and through, many thousands of independent retail drug stores. 
These drug stores are not owned by the plaintiff, but are selected, 
as leading drug stores in a community, and by such selection they 
become known as stores so expressly selected, and approved of, 
by plaintiff. ‘This selection is made to the public by a sign, showing 
that they are, for example, a “Rexall” or a “Liggett” store, these 


being chains of stores that occupy prominent places in the principal 


cities and towns and are operated by independent corporations. 
Plaintiff likewise sells to any drug store, anywhere in the 
country, or to the public directly, where its products are not ac- 
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cessible to such consumer by reason of there being no selected 
drug store in that community. 

According to the testimony, seventy per cent. of the merchan- 
dise manufactured by plaintiff bears the name “United Drug Com- 
pany.” The total amount of such product was recently $28,000,- 
000. In addition there is a large amount of the merchandise not 
so manufactured by plaintiff, but sold and handled by it, in the 
way above described, a large proportion of which is also marked 
“United Drug Company.” This is for the purpose of indicating to 
the public plaintiff's approval of the product. 

The total amount of sales of this plaintiff recently amounted 
to approximately $90,000,000. 

It appears beyond a doubt, from the proof, that plaintiff is 
one of the largest sellers of drug store merchandise in the world. 

Its merchandise must have been found worthy by the public 
and the standard quality of its products been recognized, for there 
has been an ever increasing use and demand for same both by indi- 
viduals and by drug stores. 

The reputation, therefore, of the plaintiff does not rest upon 
some unusual, expensive and sudden advertising campaign. It is 
the result of years of steady growth, during all of which time 
the public has been taught to identify plaintiff's goods, and its 
approval of goods manufactured by others, by the use of the name 
“United Drug Company.” 

During these years an immense amount of money has been 
spent for that purpose. Millions of circulars, advertisements, 
labels, etc., have been used. I find no difficulty in finding, from 
the evidence, that the name “United Drug” has become fixed in 
the minds of the consumer, whether such consumer be a retail 
druggist, or the ultimate consumer, those who buy over the counter 
of a drug store. 

A secondary meaning of the name “United Drug” has re- 
sulted. 

Throughout the United States the products and merchandise 


of the plaintiff are now referred to, ordered or asked for by many 
drug stores and individual consumers as that of the “United Drug.” 
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This is an identification mark, widely used, which belongs to plain- 
tiff, which plaintiff has created by expenditure of large sums of 
money, and honest and skillful management, and which it is en- 
titled to keep, unless voluntarily relinquished. 

Theoretically and perhaps practically, as well, this hard- 
earned right is as important as money in the bank. It should not 
be taken or even nibbled away by another, any more than any of 
the dollars should be taken from its bank, against its protest, and 
without right in law or equity to do so. 

The rightful appropriation or the wrongful appropriation 
by another of such substantial property belonging to plaintiff, in 
connection with the ultimate disposal of merchandise, is really the 
serious question involved in this suit. 

A court of equity need not wait for the appropriation to 
actually take place, such as a court of law must do, if it plainly 
and clearly appears that such wrongful appropriation is extremely 
probable and plainly likely to take place. 

A court of equity, so to speak, can “lock the stable door before 
the horse is stolen.” 

Of course, it should only so interfere where a clear case is 
shown. Business should not be unduly interfered with because 
of extravagant claims or mere fears and suspicions. I mention this 
in consequence of the argument of defendant for a narrower view 
as to the court’s right to interfere. 

Finally, plaintiff's business is entirely interstate. Its orders 
are received and filled at Boston. In 1916, as a New York cor- 
poration, it had the corporate name given to it of “United Drug 
Company.” The business within this State was transferred to 
the Massachusetts corporation and the New York corporation ceased 
to exist. However, this does not prevent the Massachusetts cor- 
poration from selling merchandise into the State of New York. 
The fact that plaintiff does a very large business throughout the 
United States, under the name “United Drug Company,” is un- 
disputed. 

Let us now consider the defendant. The defendant, Abraham 
Parodney, in 1904 was a registered pharmacist. He remained a 
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druggist until 1912. He was thus entirely familiar with the drug 
trade. In 1912 he went from the retail drug store into the whole- 
sale line, under the name of the “National Drug Supply Company.” 


Then he sold out and went back into the retail drug store business. 
He, however, continued to do a little jobbing and to handle occa- 
sional items wholesale. While he was in the wholesale line he had 
met a Mr. Arronson. Mr. Arronson was also in the wholesale line 
under the name of the “Royal Drug Company.” Parodney and 
Arronson thereafter decided to go into a partnership. It is appar- 
ent that both Arronson and the defendant Parodney were well 
equipped with knowledge of the entire trade in drug supplies. 
This was in 1914. The plaintiff's merchandise that year was on 
sale in several thousand retail drug stores. It was then an exten- 
sive advertiser in the leading periodicals. It was then publishing 
very large catalogues selling its goods all over the United States. 
The evidence shows that even two years before (1912) it was 
doing a business of over $5,000,000. It was in 1914 plainly one 
of the leading drug companies of the country and was a success. 

I cannot assume or even believe that two such experienced 
men as defendant and Arronson did not know all about the plain- 
tiff, the quality and demand for its goods, and its then standing in 
the trade in which they had been for ten years. There is nothing 
to indicate to the contrary in the evidence. 

Thereupon Arronson and the defendant changed the name of 
their company, “Royal Drug Company” (it was not incorporated), 
to the “United Drug Exchange.” 

Later Arronson ceased to be a partner, and the defendant 
continued and still continues to conduct the business by means of 
this trade-name, the certificate for which has been duly filed accord- 
ing to the laws of the State of New York. His principal place 
of business is in New York City. 

The evidence shows that he manufactures a portion of his 
merchandise. The balance he wholesales, although there is testi- 
mony that what is considered by him to be wholesale is several or 
more articles. 

We likewise find that defendant extensively pushes his mer- 
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chandise, distributing over 80,000 catalogues a year, by mail, to 
druggists all over the United States. He uses a large amount of 
catalogues, letterheads, billheads, etc., all marked “United Drug 
Exchange.” I am perfectly satisfied, from the proof, that both 
the plaintiff and defendant are doing the same kind of business, 
are oftentimes reaching the same customers, and that both are 
equipped to enter each other’s field completely. They have en- 
tered the same field on numerous occasions. 

There is nothing in this case which prevents either the plain- 
tiff or the defendant from selling to whom they please in such 
field nor does the plaintiff complain of such kind of competition. 
All the plaintiff seeks is that when defendant does so compete that 
he compete fairly and not unfairly, under a name which has be- 
come considered plaintiff’s name. 

In other words, defendant should not intentionally appropri- 
ate to himself this property of plaintiff’s without its consent and 
against its protest. 

The injunction sought, therefore, is not against the sale of 
drug supplies by defendant. There is no proof that defendant 
ever sold plaintiff's drugs as his own. However, if the testimony 
of these witnesses for plaintiff is true, and I believe it is, defendant 
has gained a considerable advantage in the trade by the subtle fact 
that he has created intentionally, a widespread confusion as to the 
product of plaintiff and defendant. Orders have been received 
by defendant that were intended for plaintiff. Checks have been 
made to plaintiff and sent to defendant with such orders. De- 
fendant has changed the payee of checks (plaintiff's) to that of 
his own trade-name, and kept the money, for the reason that he 
thereby sold his own goods, in this confusion. 

It is unnecessary to detail this testimony. The fact that con- 
fusion is clearly present is sufficient. 

Nor is the injunction sought against the word “United.” That 
is not the ground of complaint on the part of plaintiff. 

What is complained of is not the nature of the business, nor 
the use of any single word, but is the appropriation unfairly by 
the defendant of the words “United Drug” in a line of business 
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the same as that conducted by the plaintiff under the name “United 
Drug.” 

Defendant’s counsel argues that the giving of this exclusive 
right to plaintiff would prevent any other concern from using the 
name “United,” such for example, the large United Cigar Store 
Company. In making this argument he misconceives the ground 
upon which the relief is asked for in this suit. 

Nothing here decided would prevent a cigar company from 
innocently selling drugs and drug store supplies, nor any company 
from doing the same thing. If the United Cigar Company should 
change its name to United Drug Company for the specific pur- 
pose of selling drugs in competition with plaintiff, it not only 
could be stopped, but ought to be stopped. In my opinion such 
company would itself agree that it should be stopped. 

We find, therefore, that plaintiff has obtained, throughout the 
trade, a secondary meaning for its name, “United Drug.” That 
this has been obtained through a long period of years, by the ex- 
penditure of large sums of money, and reliable business methods, 
together with a standard quality of goods, which have met the 
approval of a great number of druggists throughout the entire 
United States, and necessarily, of the “man in the street,’ upon 
whom the retail druggist depends for a living. 

We likewise find that the defendant intentionally changed 
his business name to one substantially similar to plaintiff's, and 
is doing a business in substantial competition with plaintiff under 
such name, although, apparently, in regard to same articles some- 
what cheaper, and that both druggists, and what is more important, 
consumers have in many instances been confused. (Gulden v. 
Chance, 182 Fed. 308.) It is equally clear, by convincing proof, 
that such confusion is more and more likely to arise as the de- 
fendant’s business grows. 

This would seem sufficient for the court to interfere, not to 
prevent the defendant from doing business, but to stop this inten- 
tional confusion or likelihood of confusion, by directing that de- 
fendant eliminate from his trade-name the words “United Drug.” 
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There are one or two other matters that should be men- 
tioned. 

First: It may be considered how plaintiff and defendant came 
to choose their respective names. 

Plaintiff's reason is entirely reasonable and plain. The plain- 
tiff was called the “United Drug Company” because it was the 
result of a union of a number of druggists. The druggists united 
under a common leadership. What could be more natural than 
to call the result the United Drug Company. 

The defendant, however, with his partner Arronson, was going 
along pretty well, apparently, under the name of the Royal Drug 
Company, but, he says, that as war had been declared, evidently 
meaning, as this was in 1914, between Germany and England, 
they thought that it would be more patroitic in this country to 
abandon the word “Royal” and take the word “United.” 

If this is so, it would have made the name of his company 
“United Drug Company.” 

Slight things often indicate the truth. 

However logical defendant’s motive was, as to which there 
may be some unable to see such existing dissatisfaction with the 
word “Royal” at that time, yet it seems plain that for some reason 
defendant was unwilling to call his business “United Drug Com- 
pany,” which certainly was a good name for his purpose, but took 
off the “company” and put in “exchange.” I am satisfied that this 
was done because the defendant well knew of the business of 
plaintiff. 

Defendant further says that he used the word “exchange” 
because, at that time, a large part of his business was “exchanging 
of drugs,” that is, he would exchange with a customer, other mer- 
chandise, for that in which the customer was overstocked. This 
was selling goods just the same, although a species of barter. 
The testimony on the trial shows that, while this may be still a 
part of defendant’s business, the catalogues, circulars, etc., urge 
straight sales. In my opinion, no such purpose could justify the 
use of “United Drug.” The plaintiff does not complain of the 
word “Exchange.” 
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The next thing is that plaintiff was first in the field and to 
defendant’s knowledge had become well known in that field long 
before defendant entered it. Under such circumstances as here 
the first comer who establishes should have some protection. (Han- 
over Milling Company v. Metcalf, 240 U. S. 403, 415 [6 T. M. 
Rep. 149].) 

Finally, the question of whether or not equity will aid the 
plaintiff in this case, because plaintiff is a foreign corporation, 
without certificate from the State of New York. The principle 
that I had in mind, at the time that I raised this question at the 
trial, was the principle that I seemed to recall, in such cases as 
the Mutual Export v. Mutual Export, 241 Fed. 137, now cited by 
plaintiff in its brief. A careful study of this question now con- 
vinces me that such fact is no bar to this suit. Plaintiff's business 
is purely interstate and unfair competition with it by anyone, pro- 
vided proper jurisdiction is obtained, can be passed upon by this 
court. It is not the concrete right to do business in a state that 
is in question, but the right of a corporation of any state rightfully 
doing business to be free from unfair competition on the part of 
anyone in any state. There is no restriction on interstate com- 
merce by the New York State statutes and Judge Hand expressly 
says at page 188 (Mutual Export v. Mutual Export, supra) “hence 
a foreign corporation can restrain the use by a domestic corpora- 
tion of a trade-name similar to its own when such name is chosen 
by the domestic corporation with notice of the name and business 
of the foreign corporation even though the latter has obtained no 
authorization to do business in New York. This is well settled 
and the equity is based upon the prevention of fraud. Cases cited.” 

The facts also in that case were entirely different from the 
facts before me. 

See also Wing v. McCollum, 16 Fed. (2d) 645. 

Nor is the defendant a corporation. He has simply selected 
a ““trade-name.” 

Defendant urges that even though plaintiff should be entitled 
to an injunction, on the facts, it should not be granted because 
of “laches.” 
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All that need be said as to this, is that, while equity favors 
the diligent and may refuse to interfere where a party has unduly 
delayed and resulting damages will arise to defendant because of 
such neglect and delay. (France Milling v. Washburn-Crosby, 
7 Fed. (2d) 804 [15 T. M. Rep. 185].) Writ denied, 268 U. S. 
706, no such facts appear in this case. 

In 1922 plaintiff first became aware of defendant’s unfair com- 
petition. Immediately the attention of defendant was called to 
the matter. The correspondence between defendant’s attorneys 
and the attorneys for plaintiff finally culminated in this law suit. 
Surely plaintiff cannot be blamed for attempting to settle the mat- 
ter amicably, nor has there been any undue delay except a natural 
reluctance to engage in an expensive lawsuit to protect its rights 
unless absolutely forced to do so. 

It was so forced and the result of the trial satisfies me, after 
a more careful examination of the testimony, in addition to a care- 
ful observance of the witnesses on the stand, and due consideration 
of the excellent briefs, and cases therein cited, that plaintiff should 
have a decree. 

I am satisfied that defendant has taken the name “United 
Drug” deliberately, and because of his knowledge of plaintiff's 
standing, and there is clear and convincing proof that unfair com- 
petition has thus been caused, and that defendant has appropriated 
and is plainly likely to appropriate some of the value of this name, 
which has a secondary meaning in the trade, and which is the sole 
property of the plaintiff. 
Decree for plaintiff. 
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Joun H. Woopsury aNp Tue Joun H. Woopsury Laporarories, 
Inc. v. THE ANDREW JERGENS COMPANY 


United States District Court, Southern District of New York 


January 18, 1928 


Trape-MarKks—INFRINGEMENT—MOTION FOR SEPARATE TRIAL—DIFFERENT 
Issu—EsS—DENIAL. 
Where the issues were not the same as those present at a former 
trial, and no real advantage would result, the motion for a separate 
trial was denied. 


In equity. On motion for separate trial on certain issues 
involved in Andrew Jergens Co. v. Bonded Products Corp. [17 
T. M. Rep. 368]. Denied. 


Tuatcuer, D. J.: By this motion plaintiff seeks a separate 
trial of those issues arising upon the complaint and answer and 
upon the counterclaim and reply which concern the effect to be 
given to a judgment alleged to have been rendered in an action 
between the defendant and the plaintiff's predecessor in title. The 
effect of this judgment was considered in Andrew Jergens Co. v. 
Bonded Products Corp., 21 Fed. 2d 419 (C. C. A. 2nd) [17 T. M. 
Rep. 363], where, privity between the parties being assumed, it 
was held that the judgment was not determinative of the issues 
there presented. That decision demonstrates that the issues here 
presented are not the same as those determined by the former 
judgment. The most that can be said is that upon some of the 
issues presented by the pleadings the judgment may perhaps be 
conclusive as an estoppel. It is not necessarily a bar to the defenses 
or the counterclaim. This being the posture of the litigation, it 
would not serve the interests of justice to separately try the issues. 
On the contrary, a separate trial would necessarily impede and 
embarrass the orderly trial of the cause, and would not avoid the 
necessity of taking testimony in support of the allegations that the 
public has been deceived into thinking plaintiff's goods were iden- 
tical with those which defendant has a conceded right to sell under 
the Woodbury name and trade-mark. (See Bonded Products 
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Corp. case, supra.) The motion for a separate trial of the issues 
is accordingly denied. 

Argument upon the order to show cause, upon which the taking 
of depositions was stayed pending the decision of this motion for 
separate trial of the issues, will be heard at Chambers on five days’ 
notice. 




























Rocxowitz CorsET AND BrassigerE CorPoRATION v. MapaMe X 
Company, Inc., THompson-Bartow Co., INnc., Ratpu S. 
Tuompson, Witsur B. Ruturaurr, Frepericx B. 
Ryan, THe Weit Corset Company, SAMUEL 
J. Wet 


New York Supreme Court, Appellate Division, First Department 
December, 1927 





In equity. Appeal by the defendants from an interlocutory 
judgment of the Supreme Court, New York County, Special Term, 
enjoining them from using the trade-mark “Madame X” on cor- 
sets and similar merchandise and directing them to render an ac- 
counting. Reversed. 


Neil P. Cullom, of counsel (James E. Freehill and Richard 
B. Cavanagh, on the brief), all of New York City, for 
appellants, Madame X Co., Inc., Thompson-Barlow Co., 
Inc., Ralph S. Thompson, Wilbur B. Ruthrauff and Fred- 
erick B. Ryan. 

Maxwell Slade, of counsel (David H. Slade, on the brief; 
Slade § Slade), all of New York City, for appellants, 
Weil Corset Co. and Samuel J. Weil. 

Frank C. Laughlin, of counsel (Ellis W. Leavenworth and 
W. Davis Conrad, on the brief; Carson § Conrad), all of 
New York City, for respondent. 


Before Dow.tna, P. J., Merrett, Martin, O’Mattey, Pros- 
KAUER, JJ. 
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Martin, J.: The plaintiff, at Special Term, was granted an 
interlocutory judgment restraining the defendants from the use 
of the trade-name and trade-mark “Madame X” and requiring 
them to account for profits. 

In 1911 and 1912 Abe Rockowitz, plaintiff's predecessor, 
registered the trade-mark, his concern having commenced business 
in 1911. It was adjudicated a bankrupt in October, 1914, and 
the business and tangible assets were sold. 

Subsequently there occurred transfers of the trade-marks and 
good-will on which plaintiff relies, the last one having been made 
directly to plaintiff in November, 1924. The business was never 
resumed after June, 1916, and defendants point to the absence of 
actual, continued and legitimate use of the trade-mark, asserting 
that it was abandoned, and that the attempted assignment eight 
and a half years after the sale of the tangible assets of the bank- 
rupt was merely a part of a scheme to appropriate to plaintiff the 
business which had meanwhile been built up by the defendants. 

The plaintiff's predecessors took no action toward reviving 
the old bankrupt business until two years after defendant had 
innocently and without knowledge of the previous use of the mark 
by plaintiff, adopted it and established a most extensive world- 
wide business, in connection with which millions of dollars were 
spent in advertising the trade-mark “Madame X” in the sale of 
their own merchandise. 

There is no evidence of similarity between the defendants’ 
merchandise consisting principally of Madame X corsets and the 
old style corset manufactured by Rockowitz. His was constructed 
of steel and fabric. Defendants’ was a rubber garment, the success 
of which was due to an entirely new idea in connection with corsets, 
to which reference will be made later. The plaintiff was incor- 
porated in November, 1924, and apparently had no substantial 
clientele or following in the trade, but even if it did, there could be 
no confusion by prospective purchasers of corsets as to the mer- 
chandise sold. 


In November, 1922, the defendants commenced manufacturing 
corsets and girdles known as the “Madame X Reducing Girdle.” 
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There was acquiescence in said use and no objection thereto until 
the institution of this suit in January, 1925, by which time the 
idea of a reducing corset had become popular and defendants’ 
business had grown to huge proportions. 

The defendants assert that the plaintiff is a dummy organized 
for the sole purpose of maintaining this action, and that the litiga- 
tion is merely a speculation toward unlawfully exacting money 
from the defendants. 

The plaintiff alleges that large sums of money have been ex- 
pended in advertising, but in the bill of particulars it is unable to 
state even approximately the amount of the “substantial sums’’ 
expended by it and its predecessors in the advertising referred to 
in the complaint. 

The plaintiff’s case must stand or fall on the testimony of 
Joe and Abe Rocke or Rockowitz. Joe Rockowitz was forced to 
admit that for practically fifteen years his occupation has been 
that of a taxicab chauffeur; and the attempt to show that the 
original business was very profitable was a complete failure in 
the light of the bankruptcy in 1914. It appears that Joe Rocke 
became interested in the corset business after the bankruptcy sale. 
His connection therewith seems to have terminated in September, 
1915, when he instituted an action in a fictitious name against his 
brother with the result that a receiver was appointed. His concern 
was the S. O. S. Corset Company. Though it is said to have had 
many agents, he was unable to tell the name of any of them. It is 
his contention that there never was any abandonment of the trade- 
name or mark, but rather an intention to resume the corset busi- 
ness when the litigation was settled. 

Nevertheless, his employment appears to have continued as 
taxicab driver, although he says he was in the real estate business. 
He testified that he received from plaintiff corporation fifteen 
thousand dollars for the assignment of his alleged rights to the 
trade-mark, but on cross examination he was unable to remember 
whether he received ten thousand or eight thousand dollars, and 
finally he thought it was at least five thousand dollars, which he 


says he lost in betting on the race horses. He did not place any 
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of the money in a bank, nor did he ever have a bank account. 
Though he claimed to have been given all of the preferred stock 
of the plaintiff corporation, he was in receipt of $50 a day for 
attending at court as a witness, having received $300 up to that 
time. He knew nothing about the structure of a corset and rarely 
appeared in the place of business of the S. O. S. Corset Company, 
although he was supposed to be its shipping clerk. 

His brother, Abe Rockowitz, the other witness upon whom the 
plaintiff must principally rely, he referred to as a “cheat,” who 
had done his best to deceive him and take the business away from 
him, it being claimed that the title to the S. O. S. Corset Company 
was allowed to go into the name of Abe Rockowitz solely for the 
purpose of avoiding creditors and escaping the payment of judg- 
ments entered or expected in a number of outstanding suits; and 


on cross-examination there was produced an affidavit in which he 
avers: 

“T furnished the moneys for the purchase of that patent and to estab- 
lish the business in the city of New York, and obtain the receipts which 
are the evidence of such purchase in the name of Abraham Rocke by his 
advice as a matter of precaution to avoid seizure and sale of the property 


upon claims then in litigation against me but without any intent on my 
part to defraud my creditors.” 


In so far as material, the testimony of this witness was shown 
to be false in nearly every instance. 

Abe Rockowitz testified to events which occurred during the 
period from 1911 to 1916. He referred to the business as pros- 
perous and as having a number of agents and employees, but was 
unable to name any of the agents or employees. He claims to have 
used the name “Madame X” in relation to hose supporters and 
later in relation to corsets, the latter from about 1912 to September, 
1914, when the involuntary petition in bankruptcy was filed, fol- 
lowed by an adjudication in bankruptcy. The reasons given by 
him for the bankruptcy were not supported by the facts. 

At a sale the Receiver in Bankruptcy sold “Parcel F,” includ- 
ing a patent, as well as all right, title and interest, if any, of the 
bankrupt and the receiver to the trade-mark and trade-name, and a 
lawyer named Dorfman was the successful bidder for same. A 
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controversy arose as to whom Dorfman represented. Abe and 
Joe Rockowitz each claimed to have provided the purchase money 
for the good-will and trade-name of Madame X Manufacturing 
Co., Inc., as appears from an order made after a Referee in Bank- 
ruptcy had taken testimony as to what had been paid by Dorfman. 

In January, 1915, Abe Rockowitz filed a certificate which 
stated he was the owner and proprietor of the business known as 
the S. O. S. Corset Co.; and it appears that the business continued 
in a more or less desultory manner until the trial of the action 
between the brothers, referred to above, and known as the Gritz 
suit, in June, 1916, when it was adjudicated that Joe Rockowitz 
had title to the business, it being decreed: 


“That the defendant, Abraham Rocke, has by fraud and in breach 
of trust secured apparent, nominal title and ownership of the S. O. S. 
Corset Company from the defendant, Joseph Rockowitz.” 

It was further adjudged that the business certificate filed by 
Abe Rockowitz in January, 1915, should be cancelled and that 
Abe should be restrained and “forever barred from asserting or 
claiming any estate, title or interest in and to the property * * * 
of S. O. S. Corset Co.” 

In December, 1916, Abe Rockowitz was found guilty of con- 
tempt in that he had fraudulently concealed and refused to turn 
over one of the trade-marks. The receiver appointed by the court 
“closed down the business” and sold all the tangible assets at public 
auction for $226.53, the assets of a business which the Rockowitz 
brothers say was very prosperous. 

It is conceded that from June, 1916, to November 29, 1924, 
a period of over eight years, neither plaintiff nor any of its prede- 
cessors in interest at any time manufactured or sold any corsets 
or other garments under the trade-mark “Madame X.” 

It is also important to note that the Rockowitz brothers were 


contradicted not only by witnesses but by documentary proof on 
almost every material point. Their estimate of each other is not 
flattering. In their litigation they charged each other with dis- 
honesty, each one taking oath as to ownership of the S. O. S. Cor- 
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set Company, and each claiming to have paid the purchase money 
to Dorfman, who was not put on the stand by plaintiff. 

On the testimony of these two brothers the plaintiff sought to 
establish the allegations of the complaint. Whatever may be said 
as to whether the defendants, especially the defendant Weil, inno- 
cently used the name “Madame X,” nevertheless it appears that 
the prior use of the name by either or both of the Rockowitz 
brothers or their connections was abandoned. 

The defendants established their defense by several witnesses 
whose testimony was supported in many respects by documentary 
proof. The defendant Ralph S. Thompson testified that he had 
been an officer of the Thompson-Barlow Company since its or- 
ganization in 1918; that it had been in the mail order business and 
had built up a list of hundreds of thousands of names of women 
to whom it had sold books and courses on diet and weight control; 
that prior to November, 1922, Thompson-Barlow Company had 
been engaged in selling a rubber belt for men; that it was exten- 
sively advertised, the advertising apparently being directed to men; 
that nevertheless about thirty-five per cent. of the answers received 
were from women, which led to the idea that there would be a 
demand for a reducing girdle for women, with the result that 
Thompson designed and made a girdle for women’s use. He pro- 
duced the original girdle made of rubber with cloth re-enforcement, 
laced in the back as the men’s belt had been laced, and with no 
garters. 

At first the article was sold through the mails. Then it was 
suggested that a society woman be found who would sponsor this 
new garment. A mail order circular was prepared featuring a 
smart woman in evening attire, using a mask, and described as a 
“New York Society Woman.” This circular was produced and 
offered in evidence. It contained the legend which in 1924 became 
the selling slogan of the Madame X corset: “Look thin while 
getting thin.” 

Omitting in the pressure of business to obtain the endorse- 
ment of a society woman, defendants decided to create a mythical 
character which would typify a condition they knew to be true, 
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namely, that there were a great many society women who were fat 
and wanted to be thin. 

An advertising expert suggested that a mask be put upon the 
figure and that she be referred to as “Madame X.” Thompson 
testified that up to the time of the adoption of the name “Madame 
X”’ in 1922, he had never heard of any company bearing the name 
“Madame X Manufacturing Co., Inc.,” or any similar name or of 
Abe or Joe Rockowitz, or the receiver or S. O. S. Corset Co., Inc., 
and that he had never up to the time of the trial known any of 
the parties. 

In the summer of 1923, defendants began experimenting with 
a more modern and more attractive corset, inasmuch as they had 
had a great many letters from women customers who had bought 
the girdle, asking “if we could not put garters on it and asking us 
if we could not lengthen it, so as to come down over the hips and 
making similar other suggestions.” 

About June, 1923, the Weil Corset Co. was asked to embody 
these various changes and improvements in the corset, with the 
result that in the latter part of 1928, a number of sample rubber 
corsets, as distinguished from girdles or bands for the abdomen 
had been prepared. After four or five months experimenting with 
this new article, advertising commenced. 

The first newspaper or magazine advertising occurred in Janu- 
ary, 1924. The sales in January, 1924, were $7,487.45; in Febru- 
ary, $57,224.90; in March, $216,285.15; in April, $458,288.29; in 
May, $648,999.54; in June, $519,165.11; in July, $895,812.18; in 
August, $425,406.12; in September, $412,878.19; in October, 
$502,131.04; in November, $248,002.71; and in December $129,- 
859.03. In the United States alone in 1924 the sales amounted 
to $4,011,029.71. 

During the year 1924 the defendants expended in direct adver- 
tising through newspapers and magazines $491,728.18 and in addi- 
tion thereto half a million dollars for demonstrations, traveling 
models, window and counter displays, circularizing, dealers’ helps 
of one kind or another, mechanical dolls imported from France, 
and for various other special sales appeals. 
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The defendants’ Madame X reducing girdle was sold in every 
state in the United States, in about 4,000 department stores and 
specialty shops. Defendants also established branch offices, for 
the sales of their garment in London and Paris, extending their 
trade to practically every foreign country, including France, Great 
Britain, Norway, Sweden, Canada, Holland, Cuba, Mexico, Bel- 
gium and South America. 

Experimentation continued and a garment more appealing 
to the feminine taste was evolved. As a sample of that result a 
pink all-rubber corset was produced at the trial. The trade-mark 
“Madame X Reducing Girdle” was stamped in the rubber by the 
manufacturer, The Seamless Rubber Co. The corset achieved 
instantaneous success and was the best seller in 1924. 

The witness testified “so far as I know it was the first corset 
that had been made wholly of rubber * * * there had been no 
attempt to substitute, in place of the fabric corset, an all-rubber 
garment.” The defendants’ new product performed the functions 
of a corset—it had garters, it came down over the hips, laced in 
the back or clasped in the front as preferred. It also had the 
reducing feature, on the basis of which it made a wide and success- 
ful appeal. Comfort and style were also emphasized. 

Up to the second quarter of 1924, sales were made solely 
through the mails. Thereafter the article was placed in shops 
located in New Haven and Baltimore. Beginning in March, 1924, 
and for the period of a month Best & Company in New York had 
the exclusive sales agency in this city. The sales increased as 
indicated by the figures above. 

In January, 1924, upon defendants making an inquiry through 
a Washington patent attorney, they were advised that the trade- 
mark “Madame X”’ was available, that there was no conflict; and 
they did not know that the name had ever been previously used 
in the same connection. In March, 1924, they heard for the first 
time of its previous use and in April, 1924, were advised by the 
Patent Office of the registration by Abraham Rockowitz, that same 
office having advised them in a previous month that “A search of 
the Office records in Class 39 clothing, shows that no trade-mark 
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like applicant’s has been registered for use on the same kind of 
goods.” 

William A. Marble, a corset manufacturer and dealer in corsets 
over a period of fifty-one years, and president of the R. & G. Corset 
Co., Inc., testified that he had no interest whatever in the litigation ; 
that the Madame X Reducing Girdle was recognized in the trade 
generally as a product of defendant Madame X Co., Inc.; that he 
had heard many years previously of the use of the name “Madame 
X” by others but never saw or heard of any advertising of the 
name prior to 1922. He said that prior to the adoption of the 
name by the defendants the trade-mark “Madame X”’ implied no 
good-will whatever. 

Another witness who had been in the corset business for forty 
years prior to his retirement in 1923, testified that Madame X 
Reducing Girdle was identified in the trade as a product of the 
defendant Madame X Company, Inc., and that he had never heard 
of a Madame X corset prior to the adoption of the name by de- 
fendants. 

Frederick B. Ryan, one of defendants, testified that there was 
nothing to put them on knowledge of the previous use of the name; 
and that any other name would have served defendants’ purpose 
as well; that the name “Madame” was very commonly used in 
reference to corsets, and that the garment was quickly copied by 
numerous competitors throughout the country. 

The questions of law involved are not difficult. The essence 
of the alleged wrong lies “in the sale of the property of one manu- 
facturer or vendor for that of another.” (Pulitzer Publishing Co. 
v. Houston Printing Co., 4 Fed. Rep. (2), 924 [16 T. M. Rep. 
376].) This could not have happened here, for the plaintiff never 
had any corset business. 

We are also convinced that the plaintiff has not brought the 
action in good faith and that the alleged transfer of title to it was 
for the purpose of this litigation, its predecessors having abandoned 
for more than eight years the use of the trade-name or mark. The 
evidence clearly established that it had no value until defendant 
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made it valuable by building up its business through extensive 
advertising. ‘The sale of the assets of the old concern, belonging 
to one or both of the Rockowitz brothers, for $226.53 indicates to 
some extent the volume of their business and its value. We are 
also of the opinion that plaintiff failed to prove ownership of the 
trade-mark. 

The record fails to disclose whether Dorfman received a for- 
mal transfer of the title of the “Madame X” trade-mark. That 
would account for the fact that the record also fails to show that 
there was a formal transfer from Dorfman to either of the Rocko- 
witz brothers or to plaintiff. 

Recognizing this, the plaintiff contends that in any event there 
was a revival of the use of the “Madame X” trade-mark by Rocko- 
witz brothers after the bankruptcy proceeding, and that even 
though there was a failure to show a transfer of title, this revival 
of the use of the trade-mark would be sufficient to sustain the 
action. 

The extent of the alleged reviving and use of this trade-mark 
is shown in the affidavit made by Rockowitz which he admitted he 
verified, in which he said: 


“In said Segal’s affidavit he seeks to charge deponent with failure 
to turn over earnings and profits of the business, and in answer thereto 
deponent states that the business has always been run at a loss, and that 
the co-defendants, Finver Brothers, have continually financed the business 
on behalf of deponent, and that there were no profits or net earnings 
of any kind during the course of the entire business, as will appear from 
the books of the business, now presumably in the hands of the receiver, 
and as a matter of fact deponent has constantly borrowed money from 
relatives and friends in order to meet the current needs of the business, 
such as bills and salaries and other incidental obligations that the busi- 
ness required, and as a matter of fact the business was so unprofitable— 
at no time carrying surplus profits and earnings—that deponent was 
barely able to draw sufficient to sustain himself and his family.” 


In addition, no fraud or wrongdoing or unfair competition 
was established, and no ground for an accounting shown. The 
profits made by the defendants were not due to any value in the 
name, but rather to the novelty of the article sold and the large 
expenditures made by defendants for advertising. 

The plaintiff having failed to establish any ground for the 
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relief granted, the interlocutory judgment should be reversed and 
a new trial ordered, with costs to the appellant to abide the event. 
All concur. 
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Carnes, Examiner of Interferences: This is an opposition an 
inspection of which shows that statutory damage is predicated 
solely on the confusion in trade clause of Section 5. 

Both parties have filed testimony, briefs and were represented 
by counsel at the hearing. 

In the notice of opposition the opposer has pleaded registra- 
tions Nos. 178,628 and 40,998. Each of these registrations dis- 
closes the notation “Dioxogen,” and the opposer has made profert 
of these registrations. 

The mark shown in the drawing of the applicant is “‘Peroxo- 
gen” for use on hydrogen peroxide, bleaching compounds and 
bleaching powders. The goods of the opposer is an antiseptic and 
disinfectant compound in the nature of hydrogen peroxide. These 
goods are deemed to clearly possess the same descriptive properties 
within the meaning of this confusion in trade clause. It further 
seems to the Examiner that there is at least reasonable doubt that 
confusion in trade would be likely. 

The applicant contends that the opposer is not a statutory 
owner of the mark pleaded in its notice of opposition. Such owner- 
ship is essential to enable an opposer to qualify under the language 
“owned and used by another” of this confusion in trade clause so 
as to possess the right to urge that this clause should be utilized by 
this Office to refuse registration. (Beckwith v. Commissioner of 
Patents, 274 O. G. 618, 252 U. S. 588 [10 T. M. Rep. 255].) 
More specifically, the applicant seeks to urge that the mark used 
by the opposer performs the function of descriptiveness. 

It is believed that the applicant cannot be permitted to here 
urge this contention for the following reasons: 

An attack on the ownership of a mark disclosed in a registra- 
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tion may be made in the proceeding specified by Section 13. By 
the express language of Section 18, however, injury to the person 
making the attack is a prerequisite. Statutory injury necessarily 
involves the registration of some statutory trade right possessed 
by another. If, however, by reason of the absence of injury, this 
attack cannot be made in the proceeding specified in Section 13 
directly, then it is believed that the attack cannot be properly made 
in this statutory proceeding indirectly. 

The practice of this Office is deemed to be in accord with this 
belief. Thus, priority of use by a third person may negative 
ownership by either party. This priority of use, however, estab- 
lishes no statutory right in either party to the proceeding. There 
obviously can be no restriction of a non-existent right; that is to 
say, no statutory damage or injury can result. Consequently, the 
right of either party to rely on this priority of use by a third per- 
son as a ground for attack on the ownership of this mark by the 
other is lacking. Hood Rubber Co. v. Needham Tire Co., 258 
O. G. 648, 1919 C. D. 189 [9 T. M. Rep. 68]; The American 
Printing Ink Company v. American Printing Ink Company, 151 
Ms. D. 189; Broderick v. L. Mitchell § Co., 314 O. G. 4, 1928 
C. D. 280, 58 App. D. C. 220 [13 T. M. Rep. 219]; Standard 
Brewery Co. v. Interboro Brewing Co., 222 O. G. 728, 1916 C. D. 
114 [6 T. M. Rep. 189}. 

Similarly, the statutory right to use a symbol in trade to 
obtain therefrom the function of descriptiveness, negatives owner- 
ship of the symbol by another both at common law and also under 
the statute, unless the user thereof can qualify under the ten-year 
clause. Scandinavia Belting Co. v. Asbestos & Rubber Works of 
America, Inc., 257 F. R. 987 [9 T. M. Rep. 186]; William R. 
Warner & Company v. Eli Lilly §& Company, 265 U. S. 586 [14 
T. M. Rep. 247]. Where ownership is lacking the confusion in 
trade is unfair competition. 

The mere existence of the statutory right to so use a symbol 
is, however, not evidence of statutory injury or damage. In addi- 
tion to this statutory right it must affirmatively appear that the 
person claiming injury is also exercising this right by actually using 
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the symbol in trade to obtain therefrom this function of descrip- 
tiveness. Otherwise, such a person has no greater interest than 
any other member of the general public. A mere volunteer in 
fact. Arkell Safety Bag Co. v. Safepack Mills, 314 O. G. 3, 58 
App. D. C. 218 [138 T. M. Rep. 225]; The Hump Hairpin Com- 
pany v. The DeLong Hook and Eye Company, 190 O. G. 1082, 
89 App. D. C. 484 [3 T. M. Rep. 238]; McIlhenny’s Son v. New 
Iberia Extract of Tabasco Pepper Co., Ltd., 188 O. G. 995, 1908 
C. D. 825. 

In the case at bar it does not appear herein that the applicant 
has ever used the notation “Dioxogen.” As to the notation “Peroxo- 
gen,” the applicant does not claim that it obtains therefrom the 
function of descriptiveness. 


Moreover, it is necessary to recognize that even if the appli- 
cant did claim that the notation “Peroxogen” performs the func- 
tion of descriptiveness, such performance would negative owner- 
ship thereof for the same reason as the performance of the func- 
tion of descriptiveness by the notation “Dioxogen’” would negative 


the ownership of the latter by the opposer. Further, that owner- 
ship of the notation ‘“Peroxogen” by the applicant is as essential 
to the latter’s right of registration (Section 1) as is the ownership 
of the notation “Dioxogen” to the opposer to enable the latter to 
qualify under the confusion in trade clause of Section 5. 

It is, therefore, held that the applicant has no right to urge 
herein that the notation “Dioxogen” performs the function of de- 
scriptiveness. Franklin Knitting Mills, Inc. v. Kassman & Kessner, 
146 Ms. D. 431 [15 T. M. Rep. 236]. No ruling is made on the 
question whether the notation ‘““Dioxogen” does or does not perform 
the function of descriptiveness. 

Accordingly, the opposition is sustained, and it is adjudged 
that the applicant is not entitled to the registration for which she 
has made application.’ 


*The Oakland Chemical Co. v. Bookman, January 18, 1928. 








